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This is a decision on the petition under 37 CFR 1.137(a), filed July 12, 2005, to revive the above- 
identified application. 

The petition is DISMISSED. 

Any further petition to revive must be submitted within TWO (2) MONTHS from the mail date 
of this decision. Extensions of time under 37 CFR 1.136(a) are permitted. The reconsideration 
request should include a cover letter entitled "Petition under 37 CFR 1.137." This is not a final 
agency action within the meaning of 5 U.S.C.§ 704. 

A grantable petition under 37 CFR 1.137(a) must be accompanied by: (1) the required reply, 
unless previously filed; 1 (2) the petition fee as set forth in 37 CFR 1.17(1); (3) a showing to the 
satisfaction of the Commissioner that the entire delay in filing the required reply from the due 
date for the reply until the filing of a grantable petition pursuant to 37 CFR 1 . 1 37(a) was 
unavoidable; and (4) any terminal disclaimer (and fee as set forth in 37 CFR 1 .20(d)) required 
pursuant to 37 CFR 1.137(d). 

A petition based on 37 CFR 1.137(a) requires a $250 petition fee for consideration. The petition 
filed on July 12, 2005 included funds of $55. When petitioner remits $195 (the difference 
between $250 and $55), the petition will be considered on its merits. 

Additionally, a required reply for purposes of item (1) above should be one of the options listed 
in MPEP 71 1.03(c)II.A.2(b). A courtesy copy of this portion of the MPEP has been enclosed 
with this decision. 



1 The Office received a reply to the final rejection on April 9, 2004. In response, the Examiner stated in an 
Advisory Action that claims 1 through 4 remained rejected. See Boxes 2,7 and 10 of the Advisory Action. 
Thus, the amendment did not cancel the rejected claims or otherwise prima facie place the application in 
condition for allowance. 
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Further correspondence with respect to this matter should be addressed as follows: 



By Mail: Mail Stop PETITION 

Commissioner for Patents 
P. O. Box 1450 
Alexandria, VA 22313-1450 

By facsimile: (571)273-8300 

Attn: Office of Petitions 



By hand: U. S. Patent and Trademark Office 

Customer Service Window, Mail Stop Petitions 
Randolph Building 
401 Dulany Street 
Alexandria, V A 22314. 



Telephone inquiries concerning this decision should be directed to Denise Pothier at (57 1 ) 
272-4787. 



Petitions Examiner 
Office of Petitions 

enc: MPEP 71 1.03(c)ILA.2(b); pages 700-171-173 
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visions of 37 CFR 1.704(a) by a period equal to the 
period of time during which the applicant "failed to 
engage in reasonable efforts to conclude prosecution" 
(processing or examination) of the application. 

Where the record indicates that the applicant inten- 
tionally delayed the filing of a petition to withdraw 
the holding of abandonment, the Office may simply 
dismiss the petition as untimely (37 CFR 1.181(f)) 
solely on the basis of such intentional delay in taking 
action in the application without further addressing 
the merits of the petition. Obviously, intentional delay 
in seeking the revival of an abandoned application 
precludes relief under 37 CFR 1.137(a) or (b) (dis- 
cussed below). 

II. PETITIONS TO REVIVE AN ABANDONED 
APPLICATION, OR ACCEPT LATE PAY- 
MENT OF ISSUE FEE 

37 CFR 1.137 provides for the revival of aban- 
doned applications and lapsed patents for the failure: 

(A) to timely reply to an Office requirement in a 
provisional application; 

(B) to timely prosecute in a nonprovisional appli- 
cation; 

(C) to timely pay the issue fee for a design appli- 
cation; 

(D) to timely pay the issue fee for a utility or plant 
application; and 

(E) to timely pay any outstanding balance of the 
issue fee (lapsed patents). 

A petition under 37 CFR 1.137(a) requires: 

(A) the required reply, unless previously filed; 

(B) the petition fee as set forth in 37 CFR 1.17(1); 

(C) a showing to the satisfaction of the Director 
of the USPTO that the entire delay in filing the 
required reply from the due date for the reply until the 
filing of a grantable petition pursuant to 37 CFR 
1.137(a) was unavoidable; and 

(D) any terminal disclaimer required pursuant to 
37 CFR 1.137(d). 

A petition under 37 CFR 1.137(b) requires: 

(A) the required reply, unless previously filed; 

(B) the petition fee as set forth in 37 CFR 
l.I7(m); 

(C) a statement that the entire delay in filing the 
required reply from the due date for the reply until the 



filing of a grantable petition pursuant to 37 CFR 
1.137(b) was unintentional; and 

(D)any terminal disclaimer required pursuant to 
37 CFR 1.137(d). 

The Director of the USPTO may require additional 
information where there is a question whether the 
delay was unintentional. 

A. Reply Requirement 

Unlike a petition to withdraw the holding of aban- 
donment, a petition to revive under 37 CFR 1.137 
must be accompanied by, inter alia, the required 
reply. See Ex parte Richardson, 1906 Dec. Comm'r 
Pat. 83 (1905) ("This Office has no authority to revive 
a case upon which no action has been taken within 
[the period for reply], but merely has authority to 
determine after an action is taken whether the delay in 
presenting it was unavoidable."). Generally, the 
required reply is the reply sufficient to have avoided 
abandonment, had such reply been timely filed. A 
petition for an extension of time under 37 CFR 1.136 
and a fee for such an extension of time are not 
required to be included with the reply. 

37 CFR 1.137(c) applies to the reply requirement 
for petitions under 37 CFR 1.137(a) and (b). In a non- 
provisional application abandoned for failure to pros- 
ecute, the required reply may be met by the filing of a 
continuing application. In a nonprovisional utility or 
plant application filed on or after June 8, 1995, and 
abandoned for failure to prosecute, the required reply 
may also be met by the filing of a request for contin- 
ued examination (RCE) in compliance with 
37 CFR 1.1 14. In an application or patent, abandoned 
or lapsed for failure to pay the issue fee or any portion 
thereof, the required reply must include payment of 
the issue fee or any outstanding balance. In an appli- 
cation, abandoned for failure to pay the publication 
fee, the required reply must include payment of the 
publication fee. See below for more details on the 
reply requirement in specific situations of abandon- 
ment. 

1. Abandonment for Failure To Pay the Issue 
Fee or Publication Fee 

While the revival of applications abandoned for 
failure to timely prosecute and for failure to timely 
pay the issue fee are incorporated together in 37 CFR 
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1.137, the statutory provisions for the revival of an 
application abandoned for failure to timely prosecute 
and for failure to timely submit the issue fee are mutu- 
ally exclusive. See Brenner v. Ebbert, 398 F.2d 762, 
157 USPQ609(D.C.Cir. 1968). 35 U.S.C. 151 autho- 
rizes the acceptance of a delayed payment of the issue 
fee, if the issue fee "is submitted ... and the delay in 
payment is shown to have been unavoidable." 
35 U.S.C. 41(a)(7) likewise authorizes the acceptance 
of an "unintentionally delayed payment of the fee for 
issuing each patent." Thus, 35 U.S.C. 41(a)(7) and 
151 each require payment of the issue fee as a condi- 
tion of reviving an application abandoned or patent 
lapsed for failure to pay the issue fee. Therefore, the 
filing of a continuing application without payment of 
the issue fee or any outstanding balance thereof is not 
an acceptable reply in an application abandoned or 
patent lapsed for failure to pay the issue fee or any 
portion thereof. 

The Notice of Allowance requires the timely pay- 
ment of the issue fee in effect on the date of its mail- 
ing to avoid abandonment of the application. In 
instances in which there is an increase in the issue fee 
by the time of payment of the issue fee required in the 
Notice of Allowance, the Office will mail a notice 
requiring payment of the balance of the issue fee then 
in effect. See In re Mills, 12 USPQ2d 1847, 1848 
(Comm'r Pat. 1989). The phrase "for failure to pay 
the issue fee or any portion thereof 5 applies to those 
instances in which the applicant fails to pay either the 
issue fee required in the Notice of Allowance or the 
balance of the issue fee required in a subsequent 
notice. In such instances, the reply must be the issue 
fee then in effect, if no portion of the issue fee was 
previously submitted, or any outstanding balance of 
the issue fee then in effect, if a portion of the issue fee 
was previously submitted. 

In an application abandoned for failure to pay the 
publication fee, the required reply must include pay- 
ment of the publication fee. Even if an application 
abandoned for failure to pay the publication fee is 
being revived solely for purposes of continuity with a 
continuing application, the petition to revive under 
37 CFR 1.137 must include payment of the publica- 
tion fee. 



2. Abandonment for Failure To Reply in a 
Nonprovisional Application 

(a) Abandonment for Failure To Reply to a Non- 
Final Action 

The required reply to a non-final action in a non- 
provisional application abandoned for failure to pros- 
ecute may be either: 

(A) an argument or an amendment under 37 CFR 
1.111; 

(B) the filing of a continuing application under 
37 CFR 1.53(b) (or a continued prosecution applica- 
tion (CPA) under 37 CFR 1.53(d) if the application is 
a design application). 

The grant of a petition under 37 CFR 1 .137 is not a 
determination that any reply under 37 CFR 1.111 is 
complete. Where the proposed reply is to a non-final 
Office action, the petition may be granted if the reply 
appears to be bona fide. After revival of the applica- 
tion, the patent examiner may, upon more detailed 
review, determine that the reply is lacking in some 
respect. In this limited situation, the patent examiner 
should send out a letter giving a 1 -month shortened 
statutory period under 37 CFR 1.135(c) for correction 
of the error or omission. Extensions of time under 
37 CFR 1.136(a) are permitted. If applicant does not 
correct the omission within the time period set in the 
letter (including any extension), the application is 
again abandoned. 

(b) Abandonment for Failure To Reply to a 
Final Action 

A reply under 37 CFR 1.113 to a final action must 
include a request for continued examination (RCE) 
under 37 CFR 1 . 1 14 or cancellation of, or appeal from 
the rejection of, each claim so rejected. Accordingly, 
in a nonprovisional application abandoned for failure 
to reply to a final action, the reply required for consid- 
eration of a petition to revive must be: 

(A) a Notice of Appeal and appeal fee; 

(B) an amendment under 37 CFR 1.116 that can- 
cels all the rejected claims or otherwise prima facie 
places the application in condition for allowance; 

(C) the filing of an RCE (accompanied by a sub- 
mission that meets the reply requirements of 37 CFR 
1.111 and the requisite fee) under 37 CFR 1.114 for 
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utility or plant applications filed on or after June 8, 
1995 (see paragraph (d) below); or 

(D) the filing of a continuing application under 
37 CFR 1.53(b) (or a CPA under 37 CFR 1.53(d) if 
the application is a design application). 

When a notice of appeal is the reply filed pursuant 
to 37 CFR 1.137(a)(1) or 1.137(b)(1), the time period 
under 37 CFR *>41.37< for filing the appeal brief 
will be set by the Director of the USPTO in the deci- 
sion granting the petition. 

An application subject to a final action in which a 
proposed amendment under 37 CFR 1.116 is filed as 
the required reply will normally be routed by the 
Office of Petitions to the Technology Center (TC) to 
determine whether a proposed amendment places the 
application in condition for allowance prior to grant- 
ing any petition to revive such application. The exam- 
iner is instructed that if the reply places the 
application in condition for allowance, the examiner 
should write in the margin of the reply "OK to enter 
upon revival." For Image File Wrapper (IFW) pro- 
cessing, see IFW Manual. If the petition is otherwise 
grantable and the examiner indicates that the reply 
places the application in condition for allowance, the 
petition will be granted. If, on the other hand, the 
reply would not place the application in condition for 
allowance, the examiner is instructed to complete 
form PTOL-303 and return the form to the Office of 
Petitions with the application. *>Form< PTOL-303 
should not be mailed to the applicant by the examiner. 
In this situation, the Office of Petitions will not grant 
the petition. A copy of the. fornuPTOL-3034s marked 
with-the notation "Courtesy-Copy" vby..the jQffice pf 
£etitions.-The courtesy copy is sent as an attachment 
with the decision on the petition. The advisory form 
PTOL-303 merely serves as an advisory notice to the 
Office of Petitions regarding the decision of the exam- 
iner on the amendment after final rejection. For Image 
File Wrapper (IFW) processing, see IFW Manual. 

(c) Abandonment for Failure To File an Appeal 
Brief 

In those situations where abandonment occurred 
because of the failure to file an appeal brief, the reply 
required pursuant to 37 CFR 1.137(a)(1) or 
1.137(b)(1) must be either: 



(A) an appeal brief in compliance with 37 CFR 
*>41.37(c)< and appeal brief fee; 

(B) the filing of an RCE accompanied by a sub- 
mission and the requisite fee in compliance with 
37 CFR 1.114 for utility or plant applications filed on 
or after June 8, 1995 (see paragraph (d) below); or 

(C) the filing of a continuing application under 
37 CFR 1.53(b) (or a CPA under 37 CFR 1.53(d) if 
the application is a design application). 

(d) Filing an RCE as the Required Reply 

For utility or plant applications abandoned for fail- 
ure to reply to a final Office action or for failure to file 
an appeal brief, the required reply may be the filing of 
an RCE accompanied by a submission and the requi- 
site fee. When an RCE is the reply filed pursuant to 
37 CFR 1.137(a)(1) or 1.137(b)(1) to revive such an 
application, the submission accompanying the RCE 
must be a reply responsive within the meaning of 
37 CFR 1.111 to the last Office action. Consideration 
of whether the submission is responsive within the 
meaning of 37 CFR 1.11 1 to the last Office action is 
done without factoring in the "final" status of such 
action. The submission may be a previously filed 
amendment after final or a statement that incorporates 
by reference the arguments in a previously filed 
appeal or reply brief. See MPEP § 706.07(h), para- 
graph II. 

The petition may be granted if the submission 
appears to be a bona fide attempt to provide a com- 
plete reply to the last Office action. After revival of 
the application, the examiner may, upon a more 
detailed review, determine that the reply is lacking in 
some respect. In this limited situation, the examiner 
should send out a letter giving a 1 -month shortened 
statutory period under 37 CFR 1. 135(c) for correction 
of the error or omission. Extensions of time under 
37 CFR 1.136(a) are permitted. If the applicant does 
not correct the omission within the time period set in 
the letter (including any extension), the application is 
again abandoned. 

(e) A Continuing Application or RCE May Be 
Required by the Office 

The Office may require the filing of a continuing 
application or an RCE (if the prosecution prior to 
abandonment was closed) (or request for 
further examination pursuant to 37 CFR 1.129(a)) to 
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